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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication^) filed on 09 July 2003 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-5 and 7-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-5 and 7-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)SAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. ER1 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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All rejections are maintained since the recited "colloidal dispersion" has no probative value 
in the polymer product since water or any solvent in said colloidal dispersion is no longer present 
in said polymer product. Also, process claims 9, 1 1, and 12 recite " — oxides derived from a 
colloidal dispersion of particles — and thus fumed silica, for example, meets the limitation since 
said fumed silica could be rerived from said colloidal dispersion absent further limitation. Said 
process claims 9 5 1 1, and 12 actually recites the use of metal oxides, not a colloidal dispersion. 

An invention in a product-by-process claim is a product, not a process. See In re Brown . 
459 F2d 531, 173 USPQ 685 (CCPA 1972) and In re Thorpe , 111 F2d 695, 697, 227 USPQ 964 
(Fed. Cir. 1985). Since the PTO does not have equipments to conduct the test, it is fair to 
require applicant to shoulder the burden of proving that his product differs from those of 
Minghetti et al and Kawase et al. In re Best 195 USPQ 430,433 (CCPA 1977). 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5 and 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Minghetti et al (US 5,705,552 or WO 96/26238). 
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Minghetti et al teach acrylic sheets and a polymerization thereof in examples 1 and 2. The 
use of silica particles having particle size of 7-30 millimicrons (7-30 nm) such as CAB-O-Sil M5 is 
seen in example 2 and at col. 4, lines 23-35 which meets the instant finely divided compound. 
Said example 2 show 59.2 % weight of an acrylic component and 0.53 % weight of silica. 
However, Minghetti et al do not specify the amount of said acrylic component at col. 2, line 63 to 
col 3, line 20 wherein the amount of other components are taught. The total amount of the 
minimum amount of other components would be about about 26 wt%, and thus the amount of 
said acrylic component would be at least 70 wt%. Furthermore, the total amount of (b), (c), (d) 
and (e) in claim 1 is about 25 wt%, and thus the amount of said acrylic component would be at 
least 70 wt%. The example 1 shows ethylene glycol dimethacrylate whcih meets the instant 
linking compound, and various linking compounds (crosslinker) in an amount of 0.01 to 10 wt% 
including the instant hydroxyethyl methacrylate is taught at col 3, lines 49-59. 

The instantly recited "comprising" permits the presence of other components such as ATH 
which is not aluminum oxide of the instant invention. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to utilize at least 70 wt% of acrylic components in Minghetti et al (such as the teaching 
at col. 2, line 63 to col. 3, line 20 or example 2 with a crosslinker) since Minghetti et al teach such 
modification as the reason given above. 
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Claims 1-5, 7, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawase et al (US 5,753,362) alone, or in view of Minghetti et al (US 5,705,552 or WO 
96/26238). 

Kawase et al teach acrylic sheets having good mechanical properties in abstract and 
examples. Said acrylic sheets are made of 0.1 to 15 wt% of a monomer having a functional 
group, 60-99.9 wt% of (meth)acrylic acid alkyl ester and a poly&nctional monomer. Acrylic 
monomers having functional groups such as a hydroxyl or alkoxysily group are taught at col. 12, 
lines 17-56). Examples 15-19 show the use of hydroxyethyl methacrylate. Silica with a particle 
size of 0.02 to 0.8 micron (20-800 nm) are taught at col 24, lines 1-2. 

The instant invention recites a particle size of 1 to 50 nm. Minghetti et al teach silica 
particles having particle size of 7-30 millimicrons (7-30 nm) 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to utilize a polymeric system comprising the recited amount of acrylic monomers and 
silica having a particle size of 20-50 nm in making sheets in Kawase et al with or without teaching 
of Minghetti et al since choosing such silica from silica having a particle size of 20-800 nm and an 
amount thereof is considered a prima facie obviousness since such silica is well known and 
commercially available as taught by Minghetti et al and since one skilled in the art would have 
known to adjust an amount of filler depending on the desired final properties. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 



examiner should be directed to Tae H. Yoon whose telephone number is (703) 308-2389. The 
examiner can normally be reached on Monday to Thursday from 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-931 1. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Any inquiry concerning this communication or earlier communications from the 



THY/August 4, 2003 




/ TAE H. YOON 

PRIMARY EXAMINER 



